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DETAILED ACTION 

1. Claims 1-16, 18-21, and 23 and new claims 24-30 have been considered. Claims 1-14, 
16, 18-19, 21, and 23 have been amended as per Applicant's request. Claims 17 and 22 have 
been cancelled as per Applicant's request. New claims 24-30 have been added per Applicant's 
request. 

Claim Rejections - 35 [JSC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-7, 9-14, 16-19, and 21-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shang et al, U.S. Patent Number 5,941,980 (herein referred to as Shang) in 
view of lizuka, U.S. Patent Number 5,299,321 (herein referred to as lizuka) and in further view 
of Scantlin, U.S. Patent Number 5,574,927 (herein referred to as Scantlin). 

4. Referring to claim I, Shang has taught a method of providing instructions to a processor 
from an emulation instruction register comprising: 

a. Determining a validity of a first instruction of the plurality of instructions by 
reading width bits in the first instruction (Shang Abstract; column 15, lines 20-61; 
and Figure 2); 

b. Determining a validity of a second instruction of the plurality of instructions by 
reading width bits in the second instruction (Shang Abstract; column 15, lines 20- 
61; and Figure 2). 



Application/Control Number: 09/704,467 Page 3 

Art Unit: 2183 

5. Shang has not explicitly taught: 

a. Receiving a plurality of instructions simultaneously from the instruction register; 

b. Providing the first instruction of the plurality of instructions to a decoder if the 
first instruction is valid; 

c. Providing the second instruction of the plurality of instructions to the decoder if 
the second instruction is valid. 

6. However, Shang has taught use in a superscalar processor (Shang column 2, lines 45-54). 
lizuka has taught the details of a VLIW superscalar processor (lizuka column 1, Hnes 23-34) 
comprising: 

a. Receiving a plurality of instructions simultaneously from the instruction register 
(lizuka column 1, line 35 to column 2, line 42; column 3, line 61 to column 4, line 
11; column 4, line 26-52; Figure I; and Figure 4); 

b. Providing the first instruction of the plurality of instructions to a decoder (lizuka 
column 1, hne 35 to column 2, Hne 42; column 3, line 61 to column 4, line 1 1; 
column 4, line 26-52; Figure 1; and Figure 4) if the first instruction is valid 
(Shang Abstract; column 15, lines 20-61; and Figure 2); 

c. Providing the second instruction of the plurality of instructions to the decoder 
(lizuka colunnn 1, line 35 to column 2, line 42; column 3, line 61 to column 4, line 
1 1; column 4, line 26-52; Figure 1; and Figure 4) if the second instruction is valid 
(Shang Abstract; column 15, lines 20-61; and Figure 2). 

7. A person of ordinary skill at the time the invention was made would have recognized that 
the details of the superscalar processor allow for instructions to be executed in parallel to 
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increase processor efficiency and speed. Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time this invention was made to incorporate the superscalar 
processor details of lizuka in the device of Shang to improve processor efficiency and speed. 

8. In addition, Shang has not taught emulation. Scantlin has taught emulation (Scantlin 
column 1, lines 34-53 and column 2, line 58 to column 3, line 25). A person of ordinary skill in 
the art at the time the invention was made, and as taught by Scanthn, would have recognized 
emulation increases compatibility between processors and software as well as lowering costs 
(Scantlin column 1, lines 49-53). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to incorporate the emulation of Scantlin in the 
device of Shang to increase compatibility and lower costs. 

9. Referring to claim 2, Shang has taught determining the size of the plurality of instructions 
(Shang Abstract; column 15, lines 20-61; and Figure 2). In regards to Shang, the instruction size 
is needed in order to determine where the next instruction begins (Shang column 4, line 63 to 
column 5, line 7). Shang has not taught emulation. Scantlin has taught emulation (Scantlin 
column 1 , lines 34-53 and column 2, line 58 to column 3, line 25). A person of ordinary skill in 
the art at the time the invention was made, and as taught by Scantlin, would have recognized 
emulation increases compatibility between processors and software as well as lowering costs 
(Scantlin column 1, lines 49-53). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to incorporate the emulation of Scantlin in the 
device of Shang to increase compatibility and lower costs. 

10. Referring to claim 3, Shang has not explicitly taught storing the plurality of instructions 
in a single instruction register in subsequent clock cycles. However, Shang has taught use in a 
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superscalar processor (Shang column 2, lines 45-54). lizuka has taught the details of a VLIW 
superscalar processor (lizuka column 1, lines 23-34) including storing the plurality of 
instructions in a single instruction register (lizuka column 1, line 35 to column 2, line 42; column 
3, line 61 to column 4, line 1 1; column 4, line 26-52; Figure 1; and Figiire 4). In regards to 
Shang and lizuka, a superscalar processor is a pipelined processor, which means that it 
continually fetches and stores instructions to be executed. A person of ordinary skill at the time 
the invention was made would have recognized that the details of the superscalar processor allow 
for instructions to be executed in parallel to increase processor efficiency and speed. Therefore, 
it would have been obvious to a person of ordinary skill in the art at the time this invention was 
made to incorporate the superscalar processor details of lizuka in the device of Shang to improve 
processor efficiency and speed. In addition, Shang has not taught emulation. Scantlin has taught 
emulation (Scantlin column 1, lines 34-53 and column 2, line 58 to column 3, line 25). A person 
of ordinary skill in the art at the time the invention was made, and as taught by Scantlin, would 
have recognized emulation increases compatibility between processors and software as well as 
lowering costs (Scantlin column 1, lines 49-53). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to incorporate the emulation 
of Scantlin in the device of Shang to increase compatibility and lower costs. 
1 1 . Referring to claim 4, Shang has taught receiving the second instruction of the plurality of 
instructions after determining the first instruction is invalid (Shang Abstract; column 1 5, lines 
20-61; and Figure 2). Shang has not taught emulation. Scantlin has taught emulation (Scantlin 
column 1, lines 34-53 and column 2, line 58 to column 3, line 25). A person of ordinary skill in 
the art at the time the invention was made, and as taught by Scantlin, would have recognized 
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emulation increases compatibility between processors and software as well as lowering costs 
(Scantlin column 1, lines 49-53). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to incorporate the emulation of Scantlin in the 
device of Shang to increase compatibility and lower costs. 

12. Referring to claims 5 and 6, Shang has not explicitly taught: 

a. Loading the plurality of instructions in parallel into the emulation instruction 
register (Applicant's claim 5) and 

b. Providing the second instruction to the decoder after the first instruction is 
completed (Applicant's claim 6). 

13. However, Shang has taught use in a superscalar processor (Shang column 2, lines 45-54). 
lizuka has taught the details of a VLIW superscalar processor (lizuka column 1, lines 23-34) 
including: 

a. Loading the plurality of instructions in parallel into the emulation instruction 
register (lizuka column I, line 35 to column 2, line 42; column 3, line 61 to 
column 4, line 11; column 4, line 26-52; Figure 1; and Figure 4) and 

b. Providing the second instruction to the decoder after the first instruction is 
completed (lizuka column 1, line 35 to column 2, line 42; column 3, line 61 to 
column 4, line 11; column 4, line 26-52; Figure 1; and Figure 4). 

14. A person of ordinary skill at the time the invention was made would have recognized that 
the details of the superscalar processor allow for instructions to be executed in parallel to 
increase processor efficiency and speed. Therefore, it would have been obvious to a person of 
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ordinary skill in the art at the time this invention was made to incorporate the superscalar 
processor details of lizuka in the device of Shang to improve processor efficiency and speed. 

15. In addition, Shang has not taught emulation. Scantlin has taught emulation (Scanthn 
column 1, lines 34-53 and column 2, line 58 to column 3, line 25). A person of ordinary skill in 
the art at the time the invention was made, and as taught by Scantlin, would have recognized 
emulation increases compatibility between processors and software as well as lowering costs 
(Scantlin column 1 , hnes 49-53). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to incorporate the emulation of Scantlin in the 
device of Shang to increase compatibility and lower costs. 

16. Referring to claim 7, Shang has taught providing the plurality of instructions to the 
decoder after a first run-test idle state without entering into a second run-test idle state (Shang 
Abstract; column 15, hnes 20-61; and Figure 1). In regards to Shang, the idle state is entered and 
completed without a second idle state being entered since the corrected instructions are sent out 
when incorrect ones are identified. Shang has not taught emulation. Scantlin has taught 
emulation (Scantlin column 1, lines 34-53 and column 2, line 58 to column 3, line 25). A person 
of ordinary skill in the art at the time the invention was made, and as taught by Scantlin, would 
have recognized emulation increases compatibihty between processors and software as well as 
lowering costs (Scantlin column 1, lines 49-53). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to incorporate the emulation 
of Scantlin in the device of Shang to increase compatibility and lower costs. 
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17. Referring to clainis 9 and 10, Shang has taught a method of processing instructions 
within a processor comprising receiving an RTI (Shang Abstract; column 1, lines 20-61; and 
Figure 2). Shang has not explicitly taught: 

a. Loading a plurality of instructions into a single instruction register (Applicant's 
claim 9); 

b. Simultaneously providing the plurality of instructions to the processor 
(Applicant's claim 9); and 

c. Processing the plurality of instructions (Applicant's claim 9). 

d. Loading the plurality of instruction into an N-bit emulation instruction register 
(Applicant's claim 10). 

1 8. However, Shang has taught use in a superscalar processor (Shang column 2, lines 45-54). 
lizuka has taught the details of a VLIW superscalar processor (lizuka column 1, lines 23-34) 
comprising: 

a. Loading a plurality of instructions into a single instruction register (lizuka column 
1, line 35 to column 2, line 42; column 3, line 61 to column 4, line 1 1; column 4. 
line 26-52; Figure 1; and Figure 4); 

b. Simultaneously providing the plurality of instructions to the processor (lizuka 
column 1, Hne 35 to column 2, line 42; column 3, line 61 to column 4, line 11; 
column 4, line 26-52; Figure 1; and Figure 4); and 

c. Processing the plurality of instructions (lizuka column 1 , line 35 to column 2, line 
42; column 3, line 61 to column 4, line 11; column 4, line 26-52; Figure 1; and 
Figure 4). 
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d. 



Loading the plurality of instruction into an N-bit emulation instruction register 



(lizuka column 1, line 35 to column 2, line 42; column 3, line 61 to column 4, line 



11; column 4, line 26-52; Figure 1; and Figure 4). 



19. A person of ordinary skill at the time the invention was made would have recognized that 
the details of the superscalar processor allow for instructions to be executed in parallel to 
increase processor efficiency and speed. Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time this invention was made to incorporate the superscalar 
processor details of lizuka in the device of Shang to improve processor efficiency and speed. 

20. In addition, Shang has not taught emulation. Scantlin has taught emulation (Scantlin 
column 1 , lines 34-53 and column 2, line 58 to column 3, line 25). A person of ordinary skill in 
the art at the time the invention was made, and as taught by Scantlin, would have recognized 
emulation increases compatibility between processors and software as well as lowering costs 
(Scantlin column 1, lines 49-53). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to incorporate the emulation of Scantlin in the 
device of Shang to increase compatibility and lower costs. 

2 1 . Referring to claim 1 1 , Shang has taught determining a validity of each of the plurality of 
instructions before processing (Shang Abstract; column 15, lines 20-61; and Figure 2). Shang 
has not taught emulation. Scantlin has taught emulation (Scantlin column I, lines 34-53 and 
column 2, line 58 to column 3, line 25). A person of ordinary skill in the art at the time the 
invention was made, and as taught by Scantlin, would have recognized emulation increases 
compatibility between processors and software as well as lowering costs (Scantlin column 1, 
lines 49-53). Therefore, it would have been obvious to a person of ordinary skill in the art at the 
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time the invention was made to incorporate the emulation of Scantlin in the device of Shang to 
increase compatibility and lower costs. 

22. Referring to claim 12, Shang has taught aborting the processing of any invalid 
instructions and loading a next instruction of the plurality of instructions from the instruction 
register (Shang Abstract; column 15, lines 20-61; and Figure 2). 

23. Referring to claim 13, Shang has taught loading a next instruction of the plurality of 
instructions from the instruction register if a no-operation instruction is loaded (Shang Abstract; 
column 15, lines 20-61; and Figure 2). 

24. Referring to claim 14, Shang has taught providing the plurality of instructions to the 
processor a plurality of times without reloading the instruction register (Shang Abstract; column 
15, hues 20-61; and Figure 2). 

25. Referring to claim 16, Shang has taught a processor comprising emulation control logic 
adapted to control a flow of the plurality of instructions to a processor pipeline following 
detection of a single run-test idle state (Shang Abstract; column 15, lines 20-61; and Figure 2). 
Shang has not explicitly taught: 

a. An instruction register adapted to store a plurality of instructions, 

b. A decoder to receive the plurality of instructions for processing. 

26. However, Shang has taught use in a superscalar processor (Shang column 2, lines 45-54). 
lizuka has taught the details of a VLIW superscalar processor (lizuka column 1 , lines 23-34) 
comprising; 
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a. 



An instruction register adapted to store a plurality of instructions (lizuka column 



1, line 35 to column 2, line 42; column 3, line 61 to column 4, line 1 1; column 4, 



line 26-52; Figure 1; and Figure 4), 



b. 



A decoder which may receive the plurality of instructions for processing (lizuka 



column 1, line 35 to column 2, line 42; column 3, line 61 to column 4, line 1 1; 



column 4, line 26-52; Figure 1, and Figure 4). 



27. A person of ordinary skill at the time the invention was made would have recognized that 
the details of the superscalar processor allow for instructions to be executed in parallel to 
increase processor efficiency and speed. Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time this invention was made to incorporate the superscalar 
processor details of lizuka in the device of Shang to improve processor efficiency and speed. 

28. In addition, Shang has not taught emulation. Scantlin has taught emulation (Scantlin 
column 1, lines 34-53 and column 2, line 58 to column 3, line 25). A person of ordinary skill in 
the art at the time the invention was made, and as taught by Scantlin, would have recognized 
emulation increases compatibility between processors and software as well as lowering costs 
(Scantlin column 1, lines 49-53). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to incorporate the emulation of Scantlin in the 
device of Shang to increase compatibility and lower costs. 

29. Referring to claim 18, Shang has taught wherein the control logic determines a validity of 
the plurality of instructions by reading bits in each instruction indicating a width of each 
instruction and discards any invalid instructions (Shang Abstract; column 15, hnes 20-61; and 
Figure 2). Shang has not taught emulation. Scantlin has taught emulation (Scantlin column 1, 



Application/Control Number: 09/704,467 Page 12 

Art Unit: 2183 

lines 34-53 and column 2, line 58 to column 3, line 25). A person of ordinary skill in the art at 
the time the invention was made, and as taught by Scantlin, would have recognized emulation 
increases compatibility between processors and software as well as lowering costs (Scantlin 
column 1 , lines 49-53). Therefore, it would have been obvious to a person of ordinary skill in 
the art at the time the invention was made to incorporate the emulation of Scantlin in the device 
of Shang to increase compatibility and lower costs. 

30. Referring to claim 19, Shang has taught wherein the control logic loads a next instruction 
from the instruction register immediately after detecting a no-operation instruction (Shang 
Abstract; column 16, lines 20-61; and Figure 2). Shang has not taught emulation. Scantlin has 
taught emulation (Scantlin column 1, lines 34-53 and column 2, line 58 to column 3, line 25). A 
person of ordinary skill in the art at the time the invention was made, and as taught by Scantlin, 
would have recognized emulation increases compatibility between processors and software as 
well as lowering costs (Scantlin column 1, lines 49-53). Therefore, it would have been obvious 
to a person of ordinary skill in the art at the time the invention was made to incorporate the 
emulation of Scantlin in the device of Shang to increase compatibility and lower costs. 

3 1 . Referring to claim 21 , Shang has taught an apparatus, including instructions residing on a 
machine-readable storage medium, for use in a device to handle a plurality of instructions, the 
operating instructions pausing the device to enter a run-test idle state (Shang Abstract; column 
15, lines 20-61; and Figure 2). Shang has not explicitly taught: 

a. Load the plurality of instructions into a single instruction register; 

b. Provide the plurality of instructions to a processor; and 

c. Process the plurality of instructions. 
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32. However, Shang has taught use in a superscalar processor (Shang column 2, lines 45-54). 
lizuka has taught the details of a VLIW superscalar processor (lizuka column 1, lines 23-34) 
comprising: 

a. Load the plurality of instructions into a single instruction register (lizuka column 
1, line 35 to column 2, hne 42; column 3, line 61 to column 4, line 11; column 4, 
line 26-52; Figure I; and Figure 4); 

b. Provide the plurality of instructions to a processor (lizuka column 1 , line 35 to 
column 2, line 42; column 3, line 61 to column 4, line 1 1; column 4, line 26-52; 
Figure 1; and Figure 4); and 

c. Process the plurality of instructions (lizuka column 1, line 35 to column 2, line 
42; column 3, line 61 to column 4, line 11; column 4, line 26-52; Figure 1; and 
Figure 4). 

33. A person of ordinary skill at the time the invention was made would have recognized that 
the details of the superscalar processor allow for instructions to be executed in parallel to 
increase processor efficiency and speed. Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time this invention was made to incorporate the superscalar 
processor details of lizuka in the device of Shang to improve processor efficiency and speed. 

34. In addition, Shang has not taught emulation. Scantlin has taught emulation (Scantlin 
column 1, lines 34-53 and column 2, line 58 to column 3, line 25). A person of ordinary skill in 
the art at the time the invention was made, and as taught by Scantlin, would have recognized 
emulation increases compatibility between processors and software as well as lowering costs 
(Scantlin column 1, lines 49-53). Therefore, it would have been obvious to a person of ordinary 
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skill in the art at the time the invention was made to incorporate the emulation of Scantlin in the 
device of Shang to increase compatibility and lower costs. 

35. Referring to claim 23, Shang has taught wherein the validity of each of the plurality of 
instructions is determined before processing by reading bits in each instruction indicating a width 
of each instruction (Shang Abstract; column 15, Hnes 20-61; and Figure 2). Shang has not taught 
emulation. Scantlin has taught emulation (Scantlin column 1, hnes 34-53 and column 2, line 58 
to column 3, hne 25). A person of ordinary skill in the art at the time the invention was made, 
and as taught by ScantHn, would have recognized emulation increases compatibiHty between 
processors and software as well as lowering costs (ScantHn column 1, hnes 49-53). Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to incorporate the emulation of Scantlin in the device of Shang to increase compatibility 
and lower costs. 

36. Referring to claims 24, 26, and 28-30, Shang has not taught has not taught 

a. Scanning emulation instruction from an in-circuit emulator (ICE) to a Joint Test 
Action Group (JTAG) interface (Applicant's claim 24); and 

b. Loading emulation instruction from the JTAG interface to the emulation 
instruction register (Applicant's claim 24). 

c. Wherein the instruction register comprises first and second register (AppHcant's 
claim 26). 

d. A muhiplexer to select between an emulation instruction for the plurality of 
emulation instruction to send to the processor pipeline (Applicant's claim 28). 
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e. An in-circuit emulator to monitor operations of the processor (Applicant's claim 
29). 

f. Executing at least one of the plurality of emulation instructions to monitor 
operation of the processor (Applicant's claim 30). 

37. Scantlin has taught 

a. Scanning emulation instruction from an in-circuit emulator (ICE) to a Joint Test 
Action Group (JTAG) interface (Scantlin column 4, line 34 to column 5, line 27 
and Figure 2); and 

b. Loading emulation instruction from the JTAG interface to the emulation 
instruction register (Scantlin column 4, line 34 to column 5, line 27 and Figure 2). 

c. Wherein the instruction register comprises first and second register (Scantlin 
column 4, line 34 to column 5, hne 27 and Figure 2). 

d. A muhiplexer to select between an emulation instruction for the plurality of 
emulation instruction to send to the processor pipeline (Scantlin column 4, line 34 
to column 5, line 27 and Figure 2). 

e. An in-circuit emulator to monitor operations of the processor (Scantlin column 4, 
line 34 to column 5, line 27 and Figure 2). 

f Executing at least one of the plurality of emulation instructions to monitor 
operation of the processor (Scantlin column 1, lines 49-53). 

38. A person of ordinary skill in the art at the time the invention was made, and as taught by 
Scantlin, would have recognized emulation increases compatibility between processors and 
software as well as lowering costs (Scantlin column 1, lines 49-53). Therefore, it would have 
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been obvious to a person of ordinary skill in the art at the time the invention was made to 
incorporate the emulation of Scantlin in the device of Shang to increase compatibility and lower 
costs. 

39. Referring to claim 25, Shang has taught wherein a pre-determined set of width bits 
indicates an instruction is valid (Shang Abstract; column 15, lines 20-61; and Figure 2). 

40. Claims 8, 15, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shang in view of lizuka and in further view of Scantlin, as applied to claims 1, 9, and 16 above, 
and further in view of Applicant's admitted prior art (herein referred to Prior Art). 

41 . Referring to claims 8 and 15, Shang in view of lizuka has not expHcitly taught providing 
first and second instructions to a digital signal processor. However, Shang has taught execution 
units with specific purposes (Shang column 1, lines 28-33). Prior Art has taught providing 
instructions to a digital signal processor (Prior Art page 1, line 19 to page 2, line 2). A person of 
ordinary skill at the time the invention was made would have recognized that DSPs are more 
efficient at processing multimedia applications. Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time this invention was made to incorporate the DSP of 
Prior Art in the device of Shang in view of lizuka in order to more efficiently complete 
processing of multimedia applications. 

42. In addition, Shang has not taught emulation. Scantlin has taught emulation (Scantlin 
column 1, lines 34-53 and column 2, hne 58 to column 3, line 25). A person of ordinary skill in 
the art at the time the invention was made, and as taught by Scantlin, would have recognized 
emulation increases compatibility between processors and software as well as lowering costs 
(Scantlin column I, lines 49-53). Therefore, it would have been obvious to a person of ordinary 
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skill in the art at the time the invention was made to incorporate the emulation of Scantlin in the 
device of Shang to increase compatibility and lower costs. 

43. Referring to claim 20, Shang has not explicitly taught wherein the processor is a digital 
signal processor. However, Shang in view has taught execution units with specific purposes 
(Shang column 1, lines 28-33). Prior Art has taught wherein the processor is a digital signal 
processor (Prior Art page 1 , line 19 to page 2, line 2). A person of ordinary skill at the time the 
invention was made would have recognized that DSPs are more efficient at processing 
multimedia applications. Therefore, it would have been obvious to a person of ordinary skill in 
the art at the time this invention was made to incorporate the DSP of Prior Art in the device of 
Shang in view'of lizuka in order to more efficiently complete processing of multimedia 
applications. 

44. Claims 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shang in view of 
lizuka and in further view of Scantlin, as applied to claim 16 above, and further in view of Free 
On-line Dictionary of Computing ©1998 (herein referred to as FOLDOC). Shang has not 
explicitly taught wherein the emulation control logic comprises a state machine. However, 
Shang has taught that the device is somehow controls and determines the different states 
provided by the length determination device (Shang Abstract; column 15, lines 20-61; and Figure 
2), FOLDOC has taught that state machines are a method of controlling a device with different 
states (FOLDOC state machine). A person of ordinary skill in the art at the time the invention 
was made would have recognized that a state machine is a convenient, effective, and highly 
common way to define and control different states to a device. Therefore, it would have been 
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obvious to a person of ordinary skill in the art at the time the invention was made to incorporate 
the state machine of FOLDOC in the device of Shang. 

Response to Arguments 

45. Examiner withdraws the drawing objection in favor of amendment to the specification. 

46. Examiner withdraws the specification objection in favor of amendments made to the title. 

47. Examiner withdraws the 1 12 Rejection in favor of the claim amendments. 

48. Applicant's arguments with respect to claims 1-16,18-21 and 23-30 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

49. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure as follows. Applicant is reminded that in amending in response to a rejection of 
claims, the patentable novelty must be clearly shown in view of the state of the art disclosed by 
the references cited and the objections made. Applicant must also show how the amendments 
avoid such references and objections. See 37 CFR §1.11 1(c). 

a. Dye et al., U.S. Patent Number 5,249,266, has taught emulation. 

50. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

51. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

52. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aimee J Li whose telephone number is (703) 305-7596. The 
examiner can normally be reached on M-T 7:30am-5:00pm. 

53. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eddie Chan can be reached on (703) 305-9712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

54. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



AJL 

Aimee J. Li 
June 14, 2004 



